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The Federal Circuit’s Bon Tool 
decision late last year dramatically in-
creased the number of false patent 
marking cases filed this year.  Histori-
cally, the relatively obsure patent 
marking statute had been interpreted to 
allow for a penalty of up to $500 for 
each decision to mark an unpatented 
product.  Consequently, there were 
only a handful of false marking suits 
pending at any given time.   

Times have changed.  The Bon 
Tool decision opened the flood gates 
for false marking claims because of the 
dramatic increase in potential damages 

By Chris P. O’Hagan 

Business method patents have always been a con-
troversial topic in the world of intellectual property.  
Much of this controversy revolves around the nature 
of patentable subject matter, which requires that an 
inventor actually create something new.   

Section 101 of the patent statue specifies four 
categories of patentable subject matter: 1) processes, 
2) machines, 3) manufactures, and 4) compositions of 
matter.  From these categories, the Supreme Court has 
carved out three exceptions, which are unpatentable: 
1) mathematical formulae, 2) physical phenomena, 
and 3) abstract ideas.  These exceptions were intended 
to maintain consistency with the statute’s requirement 
that patentable subject matter be “new and useful.” 

But where do methods of doing business fit into 
the picture?  A key question that arises regarding the 
patentability of a business method is what elements 
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to the plaintiff.  A plaintiff in a false 
marking suit can now recover up to $500 
per item sold.   

As many predicted, plaintiffs have 
rushed to this newly discovered gold.  
Over 500 false marking cases have been 
filed this year alone.  The Eastern District 
of Texas is the venue of choice, home to 
more than 200 of those cases.  The second 
highest number of cases has been filed in 
the Northern District of Illinois, with over 
60 cases.  The Northern District of Texas 
comes in fourth place with more than 20 
cases. 

(Continued on page 5) 
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must to be created or added by an inventor to make what 
is often a seemingly abstract idea into a patentable in-
vention? 

That question was recently addressed by the U.S. 
Supreme Court in the case of Bilski v. Kappos, which 
involved a patent application for a method by which 
commodities traders in the energy market can hedge 
against the risk of price changes.  The patent application 
was rejected by the U.S. Patent and Trademark Office, 
which was subsequently upheld by the Federal Circuit.   

The Federal Circuit applied its “machine-or-
transformation test” according to which a process is pat-
entable if: 1) it is tied to a particular machine or appara-
tus, or 2) it transforms a particular article into a different 
state or thing.  Concluding that this machine-or-
transformation test was the sole criteria, the Federal Cir-

(Continued on page 2) 
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cuit held that the Bilski invention was too abstract to be 
patentable. 

The Supreme Court agreed with the Federal Circuit’s 
decision that the claimed invention in this case was an ab-
stract idea that was outside the boundary of patentable 
subject matter; the claims of the patent application merely 
explained the basic concept of hedging.  But the Court did 
not agree with the Federal Circuit’s reasoning.  While em-
bracing the machine-or-transformation test as a useful clue 
when ascertaining patentability of a process, the Court 
rejected it as the exclusive test.  The Court suggested that 
those inventions that satisfy the test are likely patentable, 
but failure to satisfy the test does not necessarily make an 
invention unpatentable. 

So what is the criteria for determining if a claimed 
process is patentable in such a case?  Unfortunately, the 
Court did not answer this question because it did not need 
to in this particular case. 

However, the Court did explicitly affirm the notion 
that business methods are not categorically excluded by 
the patent statute.  Noting that the statute defines 
“process” to include methods, the Court reasoned that the 
ordinary meaning of “method” does not exclude business 
methods. 

After the Supreme Court’s decision in Bilski, the 
USPTO issued interim guidance to patent examiners for 
determining if subject matter is patentable. Factors that 
weigh in favor of patent eligibility for method claims in-
clude: 

1) Recitation of a machine or transformation. 

2) The claim is directed toward practically apply-
ing a law of nature in a way that meaningfully limits the 
execution of the steps. 

3) The claim is more than a mere statement of a 
concept but recites a particular solution to a problem and 
implements a concept in some tangible way. 

(Continued from 
page 1) Factors that weigh against patent eligibility for method 

claims include: 

1) No recitation of a machine or transformation. 

2) Involvement of a machine or transformation is 
merely nominal or tangential to the steps or merely re-
cites a field of use. The recited machine is merely an ob-
ject on which the method operates. Transformation in-
volves only a change in position or location of article. 

3) The claim does not cover an application of a 
law of nature and would effectively monopolize that law 
by covering every mode of producing an effect under that 
law. 

4) The claim is a mere statement of a general 
concept. The claim only states a problem to be solved, 
and the general concept is disembodied. 

It is important to understand that no single factor is 
determinative on its own.  They all play a role in guiding 
examiners in the absence of more specific tests provided 
by the courts.  As such, the above factors should be 
weighed against each other when evaluating the strength 
of process claims, whether in the context of litigation or 
prosecution.  

If possible, the patent practitioner should include 
claims directed to a machine or transformation.  But if 
not, directing claims to a practical solution to a problem 
may result in a patentable claim.  In any event, the 
USPTO has encouraged its examiners to issue a pat-
entable subject matter rejection only in extreme cases, a 
positive development for business method inventions. 
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However, the Court did explicitly affirm 
the notion that business methods are not 

categorically excluded by the patent 
statute.   

Used With Permission From Vasanth Sarathy, www.legallydrawn.com 
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The Highway Takes a New Direction 
By Colin P. Cahoon 

In a prior newsletter we reported on the Patent Prosecu-
tion Highway (“PPH”) program developed to promote fast-
track patent examination procedures and allow patent of-
fices from around the world to take advantage of work al-
ready done by other offices.  The PPH was one of the initia-
tives that was undertaken by the USPTO to help with the 
always-increasing load of patent examinations.   

Until recently, the PPH program involved bilateral 
agreements between other patent offices that provided for 
the fast-tracking of an application in a second country when 
the patent office in the first country had found allowable 
claims.  This model of the PPH involved a one-way rela-
tionship between an application filed in an office of first 
filing and an application filed in an office of second filing.  
As long as one claim was allowed in the office of first fil-
ing, the application filed in the office of second filing could 
be advanced out of turn.  This office of first and second 
filing relationship made the PPH a one-way road with not 
many off ramps.   

The PPH concept recently took a new direction with 
what is referred to as Patent Cooperation Treaty (“PCT”) 
PPH agreements.  These new PCT PPH agreements do not 
focus on an office of first filing and an office of second fil-
ing.  Rather, the PCT PPH program focuses on what office 
issued the PCT Written Opinion and/or the International 
Preliminary Examination Report (IPER).   

The PCT has long been a favorite first step for interna-
tional patent prosecution.  An applicant can file a single 
PCT application designating all PCT member states as a 
vehicle for a first consolidated examination by a single pat-
ent office.  This single office, designated by  the applicant, 
will issue a Written Opinion detailing the patentability of 
the invention as judged by the designated office.  The des-
ignated office will also later issue an IPER likewise di-
rected to patentability.   The Written Opinion and IPER 
provide for a unified and publicly available examination of 
the application before it enters national stage examinations 
in various individual patent offices.  Under the new PCT 
PPH program, the Written Opinion or IPER can now be 
used to additional benefit in certain national stage filings.   

The PCT PPH program allows a US applicant to 
apply for PPH fast-track procedures provided that a pat-
ent office with which the USPTO has a PCT PPH agree-
ment finds that at least one claim has novelty, inventive 
step, and industrial applicability in either a Written 
Opinion or IPER.  For example, a PCT PPH agreement 
between the USPTO and the EPO became effective on 
January 29, 2010.  Under this new agreement, if the 
EPO is designated as the International Searching Au-
thority or International Preliminary Examinating Au-
thority and finds allowable claims, then an applicant in 
the US can request that the US national stage application 
associated with the PCT application be advanced out of 
turn pursuant to the PCT PPH program.  The claims in 
the national stage application must correspond to the 
claims that were found allowable by the PCT designated 
office, the EPO in this example.   

 

 

 

 

 

 

 

 

 

 

 

 

 

 

PCT PPH agreements are presently in place between 
the USPTO and the Austrian, European, Japanese, Ko-
rean, Russian, and Spanish patent offices.  In combina-
tion with the numerous bilateral PPH agreements now 
available, the new PCT PPH agreements provide a prac-
titioner with additional tools for managing an interna-
tional patent portfolio.  Using these tools can shave 
years off of the prosecution time of a patent application, 
thus saving applicants money and resulting in quicker 
issuances.  

Using these tools can shave years off of 
the prosecution time of a patent 

application . . . 
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no reason at all, except race-based.  If there is anyone 
with subject matter knowledge still remaining after the 
strikes for cause, one side or the other will usually strike 
them peremptorily.  If the case is very technical or com-
plex, it is likely that those that are left (the jury) are in 
over their heads. 

What happens next depends on the skill of the law-
yers in presenting their case.  Good lawyers will sim-
plify and demystify the case, presenting it in a manner 
that is easily understood by the jury, a process that is as 
much art as technical skill.  We shall explore this more 
in the next part of the series. 

When it comes time to decide whether to litigate (or, 
if you have no choice because you’ve been sued), we 
can help.  We have both the technical expertise and the 
trial expertise to help you make the right choice; and, if 
the choice is litigation, to do it right.   

Next in the Series:  Making the Complex Simple 

Part 2:  The Jury  (It’s Not a Jury of Your Peers) 

In the first part of this series, we noted the particular 
challenge of trying a complex or technical case before a 
jury.  This is an important consideration because, even 
though trial may not be the end game, litigation matters can 
sometimes take on a life of their own.   

The phrase “jury of your peers” arises from the Magna 
Carta (1215).  At the time, it meant persons who actually 
knew the parties, the facts, or had the duty to discover the 
facts.  The concept of the jury trial as it was understood by 
the Founding Fathers was intended as another check on 
government power.  While the jury may work well in that 
role, the advent of tort litigation around the turn of the 20th 
Century and cases of ever increasing complexity has put 
new strains on the efficacy of the jury system. 

The inability of the jury to comprehend and render in-
formed decisions on highly technical and complex issues 
has given rise to a debate about the usefulness of the jury 
trial in modern jurisprudence.  Laura Mansnerus of the New 
York Times observed that “it’s possible that if there is a 
problem with juries, it’s not that jurors have gotten any 
dumber, but that the questions have gotten harder.”  This 
may well be the case; however, because of the jury selec-
tion process, you can be sure that it is highly unlikely that 
anyone on the jury will have more than a cursory knowl-
edge of the subject matter at hand, if any.   

The fact of the matter is that a jury is not chosen per se, 
but rather is what remains after certain panel members are 
eliminated.  As the panel from which the jury is to be se-
lected is seated for questioning by the attorneys, a process 
known as voir dire, the first twelve (or at least six in federal 
court) are the jury.  As potential jurors are “struck,” the 
jurors within the first twelve/six will change. 

Strikes can be “for cause,” or peremptory (without 
cause).  There is no limit to the number of strikes for cause.  
Following strikes for cause, each side has a certain number 
of peremptory strikes, which can be made for any reason or 

SUE THE B**##@*S! 

By Chris Kilgore 

If the case is very technical or 
complex, it is likely that those jurors are 

in over their heads. 
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The false marking statute provides that whoever, for 
the purpose of deceiving the public, labels an unpatented 
product or advertises the product in a way that suggests 
that the product is patented or that an application for a 
patent is pending on the product when no application has 
been made, “shall be fined not more than $500 for every 
such offense.”  Any person may sue for the penalty, but 
half of the fine must be paid to the United States.   

The vast majority of the cases filed stem from claims 
that products are marked with expired patent numbers.  In 
Solo Cup, the Federal Circuit held that marking of a prod-
uct with an expired patent number is considered marking 
an “unpatented” product.   

However, the Federal Circuit found that Solo Cup did 
not violate the statue because the plaintiff had failed to 
provide any evidence contradicting Solo Cup’s evidence 
of lack of intent to deceive the public.  In particular, Solo 
Cup provided evidence that it relied on advice of counsel 
in continuing to mark products with expired patent num-
bers.  Solo Cup also offered evidence that it was costly to 
change the molds that were used to manufacture its cups, 
thus prompting its decision to continue selling cups la-
beled with expired patent numbers.   

The Federal Circuit pointed out that the bar for prov-
ing deceptive intent is particularly high because the false 
marking statute is a criminal statute although the punish-
ment is in the form of a civil fine.  Yet, the court cau-
tioned that blind assertions of good faith without evi-
dence to support the lack of intent to deceive would be 
insufficient to overcome the presumption of intent to de-
ceive where a product is knowingly marked with an ex-
pired patent number.   

Defendants have been busy seeking dismissal of false 
marking cases at the pleading stage.  For example, in 
Stauffer v. Brooks Brothers, Brooks Brothers filed a mo-
tion to dismiss claiming that the patent attorney who filed 
the suit did not have standing under the statute because 

(Continued from page 1) False Patent Marking 

It is critical to take steps now to 
ensure accurate marking of products.  

The existence of a compliance program 
will go a long way toward rebutting the 

presumption of intent to deceive the 
public in a false marking case.   

he did not suffer an injury as a result of the marking of 
bow ties with expired patent numbers.  The Federal Circuit 
reversed a dismissal of the case by the trial court, holding 
that Stauffer had standing to sue because he simply 
stepped into the shoes of the government.  Thus, no injury 
to the plaintiff need be shown.   

The Federal Circuit remanded to the trial court for 
determination of Brook Brothers’ motion to dismiss for 
failure to adequately allege intent to deceive.  So, while 
any individual has standing to bring suit under the statute, 
it may prove difficult without discovery in many cases for 
the plaintiff to allege particular facts supporting intent to 
deceive.  If the Federal Circuit ultimately requires plead-
ing of particular facts for false marking cases on the 
ground that it is a criminal statute, the gold rush may be 
curbed. 

Legislation has also been introduced in Congress 
aimed at reducing the number of false marking cases.  But 
experts predict that patent reform will not pass anytime 
soon unless a bipartisan bill is introduced. 

Nevertheless, companies should not rest on their lau-
rels waiting for the Federal Circuit or Congress to reign in 
the false marking suits.  It is critical to take steps now to 
ensure accurate marking of products.  The existence of a 
compliance program will go a long way toward rebutting 
the presumption of intent to deceive the public in a false 
marking case.   

So while false marking claims may prove to be a gold 
rush of sorts, in any gold rush, there are always some who 
find the gold.  Make sure it is not your company or client 
whose gold is taken. 
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Attorney Profile—Vincent J. Allen 
Vincent J. Allen has a broad technical background that he uses to his clients’ ad-

vantage in procuring intellectual property rights and litigating intellectual property 
disputes.  He provides his clients unique and well-reasoned solutions to the problems 
they encounter in the field of intellectual property law. 

As a partner at Carstens & Cahoon, Mr. Allen is well-versed in all areas of intel-
lectual property law.  He has significant patent, trademark, and trade secret litigation 
experience in venues around the country. He has prosecuted patent applications in 
technical areas including computer hardware and software, semiconductor devices, 
telecommunications systems, power supply systems, oil and gas production, and hori-
zontal drilling, to name a few.  He also represents clients in the filing of trademark 
applications, oppositions to, and cancellations of registrations before the TTAB. 

Having experience in both litigation and the procurement of intellectual property allows Mr. Allen to un-
derstand what issues are important in intellectual property transactions.  He draws on his broad base of experi-
ence to help his clients find the most efficient solutions to meet their goals and solve their problems. 

Mr. Allen built a rare foundation in both aviation and electrical engineering prior to joining the firm.  After 
graduating high school, he studied aircraft maintenance, graduating at the top of his class and earning his A&P 
license from the FAA.  Mr. Allen earned a degree in electrical engineering, magna cum laude, from Missis-
sippi State University.  He then attended Baylor Law School where he was a member of the Baylor Law Re-
view and served as president of his class. 

Mr. Allen holds a Martindale-Hubbell AV peer review rating, the highest available, and is a member of 
The College of the State Bar of Texas, an honor society of lawyers chartered by the Supreme Court of Texas.  
He is active in a number of committees within the American Bar Association, the State Bar of Texas, and the 
Dallas Bar Association, where he currently serves as co-chair of the publications committee. 

Mr. Allen lives in McKinney with his wife and three children—Ruby, Johnny, and Mae.  

��������������������������������������������������������������������������������������������������������������������	
����������������������������������������������������������������������������������������������������������������������������������������


