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Chris O’Hagan joined Carstens & Cahoon in the summer of 2000 about two 
and a half years after the firm was founded. 

From a young age Chris was fascinated with puzzles and anything mechanical.  
Such was his mania for problem solving that as a toddler Chris was known to beat 
his head against the wall when unable to solve problems designed for 8-10 year 
olds.  Fortunately, this early experience in problem solving proved to be valuable 
training for later in life when Chris decided to major in physics at Washington and 
Lee University in Virginia.   

While at W&L Chris was also a pre-med student, undertaking extensive 
course work in chemistry and biology in addition to his physics courses.  As it 
turns out, this eclectic and well-rounded science background would serve Chris 
well as a patent attorney working with technologies as diverse as lasers, medical devices, and corn chips. 

It was during college that Chris first began contemplating law school.  However, always one to take the 
path of most resistance, Chris was initially planning to go to medical school and then immediately to law 
school.  After deciding that he did not in fact want to pursue a career as a professional student, Chris ulti-
mately decided to focus his attention on law, attending George Mason Law School in Arlington, Virginia 
near Washington, D.C. 

As a partner in the firm, Chris focuses his practice on patent and trademark prosecution and is experi-
enced in building and managing international patent portfolios for clients.  He continues to apply that same 
persistence he had as a toddler in representing his clients. 
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The Eastern District of Texas has 
the reputation of being a favorable fo-
rum for filing patent infringement 
suits.  For the year ending September 
31, 2007, more patent cases were filed 
in the Eastern District than in any other 
district in the nation.  The Central Dis-
trict of California, despite having a 
substantially greater population of 
businesses, trailed the Eastern Dis-
trict’s 359 filings by 25.   

Historically, a patent owner has 
been able to file suit against infringers 
in the Eastern District of Texas without 
fear of having the case transferred to 

By  Colin P. Cahoon 

What if there was a new way to manage an inter-
national patent portfolio that results in lower costs and 
quicker issuances of patents?  If this question piques 
your interest, read on as I walk you down that high-
way, or what the USPTO calls the “Patent Prosecution 
Highway.” 

The Patent Prosecution Highway (“PPH”) is a 
program developed to promote fast-track patent ex-
amination procedures and allow patent offices from 
around the world to take advantage of work already 
done by other offices.  The PPH is one of the initia-
tives being undertaken by the USPTO to help with the 
always-increasing load of patent examinations.   
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another district so long as the court had 
personal jurisdiction over the alleged in-
fringers. 

Plaintiffs will now have a more diffi-
cult time maintaining venue in the Eastern 
District of Texas in many patent cases 
filed there and elsewhere in the Fifth Cir-
cuit in light of the Federal Circuit’s recent 
In re TS Tech USA decision handed down 
December 29, 2008. 

In that case, TS Tech filed a motion to 
transfer venue arguing that the Southern 
District of Ohio was a far more conven-

(Continued on page 3) 
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The USPTO examined the highest number of appli-
cations in history in fiscal year 2008.  The office exam-
ined 448,003 applications, representing a 14% increase 
over the previous year.   

With the increasing globalization of the world’s 
economy, many patentees file patents in several coun-
tries and prosecute them relatively simultaneously.  This 
can lead to a significant duplication of efforts, with more 
than one patent office performing prior art searches and 
examining the claims in light of the prior art found.   

It would seem to make sense to take advantage of 
the work done by one patent office, thus making issu-
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ance in other countries a more administrative proceeding.  
It is this commonsense approach that is embraced by the 
USPTO with the PPH program. 

Under the PPH program, an applicant whose patent 
application contains at least one allowed claim in one 
country can request that another country fast-track the ex-

amination of the corresponding application.  In theory, this 
fast-track procedure will involve the second patent office 
insuring that jurisdiction-specific requirements are met 
and that a thorough examination was, in fact, performed 
by the first patent office.  The PPH program is intended to 
improve efficiency and patent quality and reduce Exam-
iner workload. 

The PPH is instituted by a number of direct agree-
ments between the USPTO and other individual patent 
offices.  To date, the USPTO has entered into such agree-
ments with Australia, Canada, the European Patent Office, 
Germany, Japan, Korea, the United Kingdom, and Den-
mark.   

All of these programs, with the exception of Japan, are 
pilot programs and have not been made permanent. Talks 
are currently underway between the USPTO and patent 
offices in other countries as well, meaning that the list of 
PPH countries may continue to grow. 

All patent portfolio managers should take a serious 
look at changing the method of obtaining patents interna-
tionally in view of the PPH.  By way of example, it is 
common for a multi-national corporation to file all priority
-establishing applications in a single jurisdiction, typically 
the United States, and then pursue those applications fur-
ther internationally through the Patent Cooperation Treaty, 
followed by branching out to several other countries with 
later national stage filings.  This is a reasonable procedure, 
even for companies that develop ideas outside the United 
States.   

With the PPH program, it may now make sense for 
companies to first file in the country in which the inven-
tion was developed and hold off on a US filing until a later 

(Continued from page 1) 

date.  For example, if an international company invents in 
Denmark, it may make sense to first pursue an applica-
tion in Denmark in the hopes that the Danish Patent Of-
fice will quickly allow at least one claim.  Once this hap-
pens, the applicant can then fast-track a later-filed US 
application, thus greatly reducing the US prosecution 
costs and time to issuance.   

Conversely, US companies should now consider 
holding off examination in those other countries in which 
the PPH program is available until a priority US applica-
tion obtains an allowance.  Once that happens, examina-
tion can be requested in those other countries with the 
request to fast-track applications based on the allowance 
in the United States. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

The PPH program is relatively new with some of the 
PPH agreements coming online at the end of 2008.  The 
full impact of the PPH program on the USPTO and more 
specific details on exactly how this program works re-
main to be seen.  Nonetheless, the PPH offers an attrac-
tive route to potentially decreasing costs and speeding the 
allowance of patents.  So, take a look down that Highway 
and see if it doesn’t take you where you would like to go. 
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case as opposed to another type of civil case does not in 
any way make the district court’s rationale more logical 
or make the factor weigh against transfer.”  The court 
reasoned that the Eastern District’s connection with the 
case was no more significant than any other district be-
cause the infringing products were sold throughout the 
United States.  

Thus, at least as to cases that have no connection 
with the Eastern District other than the fact that some of 
the infringing products are sold there, potential plaintiffs 
might want to consider filing in another district with a 
more substantial connection to the case.  Otherwise, 
there is a risk of having the alleged infringer choose 
where the case should be transferred.  Based on the risk 
involved in filing in the Eastern District, districts such as 
the Northern District of Texas, with its new patent rules, 
could see an increase in the number of patent cases filed. 

With the TS Tech USA decision, proponents of legis-
lative reform of venue statutes may have accomplished 
the desired effect judicially, at least in part.  Defendants 
who find themselves in plaintiff-friendly venues now 
have another weapon to fight the plaintiff’s choice of 
venue in many cases.   

However, judges in the Eastern District will likely 
remain resistant to transferring cases, and thus, the effect 
of the decision should be limited to those cases having 
no other contact with the Eastern District except that 
infringing activity took place there.  Additionally, the 
factors supporting a transfer of venue for convenience 
will change from case to case. 
 

 

ient venue to try the case.  The physical and documentary 
evidence was mainly located in Ohio, and the key witnesses 
all lived in Ohio, Michigan, and Canada. The only connec-
tion to Texas was that several Honda vehicles with the al-
legedly infringing headrest assembly had been sold in 
Texas. 

Because a motion to transfer venue relates to a proce-
dural matter rather than substantive patent law, the Federal 
Circuit looked to the Fifth Circuit’s recent In re Volks-
wagen of America, Inc. decision in deciding TS Tech.  In re 
Volkswagen involved an automobile accident that occurred 
in Dallas.  An injured motorist, a passenger, and the mother 
of a deceased passenger sued Volkswagen in the Eastern 
District of Texas.  Volkswagen moved to transfer venue to 
the Northern District of Texas on the grounds that all of the 
sources of proof were located in the Northern District of 
Texas.  The trial court denied the motion to transfer and 
Volkswagen filed a mandamus petition.  Mandamus is an 
extraordinary remedy designed to be used only in those 
situations where a trial court “clearly” abused its discretion 
such that refusing transfer would produce a “patently erro-
neous result.”  The Fifth Circuit, finding that the case had 
no connection with the Eastern District, held that the trial 
court clearly abused its discretion in refusing to transfer the 
case to the Northern District of Texas.   

Following In re Volkswagen, the Federal Circuit held 
that the trial court abused its discretion in refusing to trans-
fer the TS Tech case to a venue with a more substantial con-
nection to the case.  The Federal Circuit held that the fact 
that some infringing products were sold in the Eastern Dis-
trict is not enough to prevent transfer of the case to a venue 
where the physical and documentary evidence was mainly 

located and where the location of the court was more cen-
tral to key witnesses. 

Although TS Tech is different from In re Volkswagen in 
that infringing activity took place in the Eastern District, 
the Federal Circuit found that “the fact that this is a patent 
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Thus, at least as to cases that have no connec-
tion with the Eastern District other than the 
fact that some of the infringing products are 
sold there, potential plaintiffs might want to 

consider filing in another district with a more 
substantial connection to the case.   
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specific details on exactly how this program works re-
main to be seen.  Nonetheless, the PPH offers an attrac-
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While at W&L Chris was also a pre-med student, undertaking extensive 
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another district so long as the court had 
personal jurisdiction over the alleged in-
fringers. 

Plaintiffs will now have a more diffi-
cult time maintaining venue in the Eastern 
District of Texas in many patent cases 
filed there and elsewhere in the Fifth Cir-
cuit in light of the Federal Circuit’s recent 
In re TS Tech USA decision handed down 
December 29, 2008. 

In that case, TS Tech filed a motion to 
transfer venue arguing that the Southern 
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tries and prosecute them relatively simultaneously.  This 
can lead to a significant duplication of efforts, with more 
than one patent office performing prior art searches and 
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